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Trademarks & Branding in Canada

« Canada is often the fist international market for U.S. companies
looking to expand

 Trademark rights are territorial

U.S. trademark rights do not provide any protection in Canada

Must take steps to protect your trademarks in Canada

 Whether looking to expand into Canada or already have a presence in
Canada, important to know the differences between U.S. and
Canadian trademark law and be aware of key developments
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anada & United States: Similar, but no
Samel

e

Important Differences:

e Timeline — it currently takes approximately 2.5 to 3 years to register a
mark in Canada

e No supplemental or provincial trademark registers in Canada

e French language issues

e Use in Canada is no longer required for registration




Use is Still Very Important

e “Use” with goods generally means the trademark is marked on the
goods themselves or on the packages or labels for the goods

e “Use” with services means that the trademark is “used or displayed in
the performance or advertising of those services”

o Mere advertising of services in Canada will not constitute use; some aspect of the
services must be performed or delivered in Canada

e \Why is use important?
o Common law rights
o Ability to oppose third-party applications
o Section 45 Non-Use Cancellation Proceedings



Section 45 Non-Use Cancellation Proceedings

e After three years of registration, trademark registrations are
vulnerable to cancellation for non-use

e Can be initiated by any person

e Required to file evidence showing use in Canada

e |In the hotel and restaurant context, does this require a bricks and
mortar establishment in Canada?
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Miller Thomson LLP v. Hilton Worldwide Holding LLP,
2020 FCA 134

e Facts: Hilton is the owner of the WALDORF-ASTORIA mark registered
for use in association with “hotel services”. The appellant, Miller
Thomson, is a law firm that represented a client engaged in the hotel
business looking to register WALDORF-formative trademarks

e The Registrar of Trademarks (the “Registrar”) issued a notice to Hilton
pursuant to section 45 of the Trademarks Act requiring that Hilton
establish “use” of the mark in Canada in association with “hotel
services” during a specified three-year preceding period
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Miller Thomson LLP v. Hilton Worldwide Holding LLP,
2020 FCA 134

e Evidence presented:

e Canadian customers can make hotel reservations through travel
agent booking systems, as well as through Hilton's own centralized
online reservation system (where the mark was displayed
throughout)

e Canadian consumers can secure hotel reservations by providing a
deposit at the time of booking, or they can obtain a discounted rate
by making a non-refundable payment at the time of booking (with
some 1,300 people from Canada enjoying such benefit)
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Miller Thomson LLP v. Hilton Worldwide Holding LLP,
2020 FCA 134

e Evidence presented:

e Canadians (400,000 enrolled) were part of Hilton’s loyalty program,
where they could earn points at hotels and could be redeemed for
stays in Canada

e 41,000 people with addresses in Canada had stayed at Waldorf
Astoria hotels during the relevant period, generating approximately
$50 million in revenue

e Hilton's plans for the construction of a Waldorf Astoria hotel in
Canada, the reasons why the hotel was never built, and its ongoing
Interest in developing a hotel in [:anada



[LP, cont'd

e Decision: Court held the term “hotel services” must be considered in
its ordinary commercial usage

o Since law does not distinguish between primary, incidental or ancillary services (e.g,
reservation services), “as long as some consumers, purchasers or members of the

public in Canada receive a material benefit from the activity in issue, it will
amount to the performance of the service” in Canada

e Key Takeaways: Evidence is key, cases will turn on the quality of the
evidence provided by the trademark owner and bare assertions of use

will not be enough

e Must demonstrate Canadians can|derive a material benefit from the
services
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9326-3044 Quéebec ihc. v Windy Gates, Soho,
Inc. (@ New York Corporation), 2021 TMOB 43

e Application of Hilton case in the restaurant context

e Facts: At the request of 9326-3044 Québec inc., the Registrar issued
a notice under section 45 of the Trademarks Act to Windy Gates,
Soho, Inc. (a New York Corporation) (the “Owner”), the registered
owner of the registration for BALTHAZAR

e The Owner owned and operated a restaurant in New York City and a
bakery in New Jersey in association with the mark, but had no brick-
and-mortar establishment in Canada



9326-3044 Quebec
Inc. (@ New York Corporation), 2021 TMOB 43
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Windy Gates

in , Soho,

Registrar noted that the ‘primary’ services offered by the Owner can
only be enjoyed at its restaurant and bakery locations in the United

States

Owner’'s ‘incidental’ and ‘ancillary’ services—booking table
reservations, booking private events, and purchasing gift cards—did
not confer a tangible, meaningful benefit to persons in Canada

Mere advertisement of the Owner’s services—through email blasts,
website visits, articles, and other unspecified promotions—where no
aspect of the services themselves were performed or delivered in
Canada, did not constitute use




Tips and Takeaways

Plan ahead

Conduct trademark clearance searches in Canada

Carefully consider description of services in application/registration (e.g.
“hotel services” versus “hotel booking services”)

Use your trademarks

If no bricks and mortar establishment, service must be offered directly to
Canadians and Canadians be able to derive a tangible, meaningful
benefit from the use

Evidence can include: website metrics showing the number of times a
website displaying the mark has been accessed by Canadians; Canadian
sales figures; evidence of servers present in Canada; targeted advertising
to Canadians; and evidence that prices are listed in Canadian dollars,
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